THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 24

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MARY M QUANDT

Appeal No. 1999- 2364
Application No. 08/562, 816

ON BRI EF

Bef ore CALVERT, MCQUADE, and NASE, Adm nistrative Patent
Judges.

CALVERT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection? of clains 1 to

19 and 21, all the clainms remaining in the application.

! Application for patent filed Novenber 27, 1995.

2 Paper No. 14, April 3, 1998.
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The appealed clains are drawn to a bed liner in
conbination with a mattress, box spring, bed board, cot or
hammock (clainms 1 to 10), or to a bed liner per se (clains 11
to 19 and 21), and are reproduced in the new appendi x
subm tted by appellant on Septenber 22, 1999 (Paper No. 23).°3

The references applied in the final rejection are:

Nort h 2,525,713 Cct. 10,
1950
Chapui s 3,541, 620 Nov. 24,
1970
Young 3,842,454 Cct. 22,
1974
Schuet ze 4,413, 368 Nov. 8,
1983
Hoss et al. (Hoss) 4,924, 543 May 15,
1990

Ger shman, Sel f - Adhering Nylon Tapes, 168 A.M A. Journal No.7
(Cct. 18, 1958) (Gershman)

Clainms 1 to 19 and 21 stand finally rejected on the
foll ow ng grounds:
(1) dainms 1, 5 and 7, anticipated by North, under 35 U S.C
8§ 102(b);
(2) dainms 2, 3, 10, 18 and 19, unpatentable over North in

vi ew of Schuetze and Hoss, under 35 U.S.C. § 103(a);

8 Inclaimb5, line 4, we note that there should be a
comma before "from" and "the" should be --said--.
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(3) daim4, unpatentable over North in view of Schuetze, Hoss
and Gershman, under 35 U.S.C. § 103(a);

(4) Cdainms 6, 9, 13 to 15 and 17, unpatentable over North in
vi ew of Young, under 35 U S.C. 8§ 103(a);

(5 dainms 8 and 12, unpatentable over North in view of
Gershman, under 35 U.S.C. § 103(a);

(6) Caim1l16, unpatentable over North in view of Young,
Schuet ze, Hoss and Gershman, under 35 U.S.C. § 103(a);

(7) daim?2l1l, unpatentable over North in view of Schuetze,
Hoss and Young, under 35 U. S.C. § 103(a).

(8 Cdainms 11 and 12, unpatentabl e over Chapuis, under 35

U S.C. § 103(a).

Rej ection (1)

In order to anticipate claim1, North nust disclose every
[imtation of that claim either explicitly or inherently. In
re Schreiber, 128 F.3d 1473, 1477, 44 USPQd 1429, 1431 (Fed.
Cr. 1997). Appellant first argues that the width of North's
bottom sheet 1 is not "at |east about 50% greater” than the
wi dth of top sheet 2, as clainmed. North does not disclose any
speci fic dinmensions, but fromneasuring the sheets shown in
Fig. 3, appellant calculates that the bottom sheet is 41%

3



Appeal No. 1999-2364
Application No. 08/562, 816

wi der than the top sheet (reply brief, p. 3). The exam ner
contends that this is "about 50%"

It is unnecessary to decide this issue, because we agree
with appellant’s further argunment that North does not disclose
a rel easabl e connection between the top and bottom sheets
which, as recited in claim1, "extend[s] fromsaid top edge of
said top sheet toward said bottom edge thereof.” In North,
the only disclosed rel easabl e connection between the top and
bottom sheets is in the formof ribbons 15 and 16. These
ri bbons do not extend fromthe top edge of the top sheet 2, as

required by claim1, but
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rather are located part of the way down the side of the top
sheet at fold |ine 13, |eaving the upper end 14 of the top
sheet free to be folded back at |ine 13.

Al t hough not argued by appellant, we note that North al so
does not neet the requirenent of claim1 that there be "a
first connection between said top and bottom sheets al ong
substantially the entire length of said first side edge of

said top sheet,"” because the connection (seam 3) between
North's top and bottom sheets is not along "substantially the
entire length" of a side edge of top sheet 2.

We therefore will not sustain rejection (1) of claim1,

nor, it follows, of dependent clainms 5 and 7.

Rej ection (2)

Wth regard to clains 2, 3 and 10, the Schuetze and Hoss
references do not render obvious the above-noted differences
bet ween parent claim1 and North's disclosure. Rejection (2)

therefore will not be sustained as to those cl ai ns.
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Rejection (2) also will not be sustained as to claim 18,
and claim 19 dependent thereon, because neither North,
Schuet ze nor Hoss teaches or suggests the use of "a plurality
of spaced, in |line snap fasteners” as recited in claim 18.

Rej ection (3)

Since the secondary references applied in this rejection
do not render obvious the differences between parent claim1l
and the disclosure of North noted in the discussion of
rejection (1), supra, rejection (3) wll not be sustained.

Rej ection (4)

This rejection will not be sustained as to clains 6 and
9, for the sane reason as stated in the foregoi ng paragraph
concerning rejection (3).

| ndependent claim 13 recites, inter alia, that portions

of the bottom sheet top face and top sheet bottom face
"conprise sweatshirt fleece.”" The exam ner states the basis
of this rejection on page 5 of the final rejection as:

North fails to discloses the top sheet
having a bottom face conprised of fleece.
Young di scl oses a top sheet 12 having a
bottom face conprised of a soft plush
fabric such as wool or cotton (col. 3 lines
19-24). It would have been obvious to

pl ace the fabric surface as taught by Young

6
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on the bottomface of the top sheet of
North in order to provide a confortable
contact surface that is easily
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cl eaned. The fabric taught by Young is

consi dered an equivalent to the applicant’s

"sweatshirt fleece" since it is well known

that fleece is defined as either a fabric

such as a coat of wool or a fabric with a

soft deep pile.

In considering this rejection, we do not find in Young

(whi ch discloses a sleeping bag for dogs and ot her donestic
ani mal s) any disclosure of a "soft plush fabric,"” the
exam ner’s statenent to the contrary notw thstanding. Col. 3,
lines 19 to 24 of Young, to which the exam ner refers, reads:

The fabric used for the upper and | ower

covers shoul d be selected for ease in

cl eaning or washing and resistent [sic] to

stain. Oher than neeting those

requi renents, any fabric including cotton,

wool , synthetic or canvas and the |ike may

be utilized.
According to the exam ner, supra, the fabric disclosed by
Young i s an equi val ent of sweatshirt fleece, but it is not
cl ear how the exam ner arrives at this conclusion, or why,
even if correct, it would have been obvious to enpl oy
sweatshirt fleece as or on North's sheets. There being no
di sclosure in the applied references of sweatshirt fleece or

its use for such a purpose, the rejection of clains 13 to 15

and 17 will not be sustai ned.



Appeal No. 1999-2364
Application No. 08/562, 816



Appeal No. 1999-2364
Application No. 08/562, 816

Rej ection (5)

This rejection will not be sustained as to claim8 for
the sane reason as stated in the previous paragraph concerning
rejection (3).

As for claim124 parent claim1ll requires, inter alia,

that the top sheet have a width and | ength substantially the
sanme as the bottom sheet, and be connected to the bottom sheet
adj acent the bottom edge of the top sheet. 1In North, on the
ot her hand, the bottom sheet 1 is wider than the top sheet 2,
and the bottom edge of top sheet 2 is not connected to bottom
sheet 1. Thus, contrary to the examner’s statenent on page 4
of the final rejection, North does not disclose "all of the
appellant’s clained limtations except for the second
rel easabl e connection conprising a zipper."

Since there is no teaching or suggestion in Gershman
whi ch woul d have notivated one of ordinary skill to nodify the
North bed liner to neet the above-noted differences between
North and parent claim1l, rejection (5) of claim12 will not

be sust ai ned.

4 Since claim12 depends fromclaim1l, it is not clear
why claim 11 was not included in this rejection.

10
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Rej ection (6)

This rejection will not be sustained, since CGershman does
not supply the deficiency noted in the rejection of claim13,
supra (under rejection (4)).

Rej ection (7)

This rejection will 1ikew se not be sustained i nasnuch as
the rejection of parent claim18 will not be sustained (under
rejection (2), supra), and Young does not supply the
deficiency noted as to that rejection.

Rej ection (8)

O particular interest in this rejection is the
arrangenment shown in Fig. 2 of Chapuis, where a sl eeping bag
has been fornmed by folding the fabric of Fig.1, with |ayer 4
on the outside (col. 2, lines 42 and 46); thus, there is a
fold dowmn the right hand edge of the bag, producing a top
fabric sheet and a bottom fabric sheet of the same wi dth and
| ength, connected at the right side edge. While not described
in the specification, Chapuis appears to showin Fig. 2, as
appel l ant states on page 8 of the brief, "a zipper extending
along the bottom [left] side, and top thereof.” Since the
zi pper is shown as cl osed along the bottom of the bag,

12
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(nost of) the left side of the bag, and open at the top of the
bag, Chapuis’ Fig. 2 neets the recitations of claim 11l that
the top sheet and bottom sheet are connected at their bottom
and side edges and unconnected at their top edges.

Claim1l recites that the bottom sheet has "a w dth of
about 50-75 inches, [and] a |l ength of about 80-90 inches."
Chapui s does not disclose any di nensions, but the exam ner
asserts that "[a] change in size is generally recogni zed as
being wwthin the level of ordinary skill in the art,"” citing
In re Rose, 220 F.2d 459, 463, 105 USPQ 237, 240 (CCPA 1955)°
(answer, p.7).

Appel I ant contends on page 9 of the brief that "There is
absol utely no reason why one of ordinary skill in the art
woul d provide the dinmensions set forth in claim211l in Chapius
[sic]." W disagree. The sleeping bag shown in Fig. 2 of
Chapui s woul d obvi ously have to be of sufficient height and
width to confortably accommodate the user. |[If the user were

taller than six feet, for exanple, in our viewthe bag woul d

Inre Rose states that the size of an article "is not
ordinarily a matter of invention" (220 F.2d at 463, 105 USPQ
at 240).

13
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be made sufficiently long to accommbdate the user’s height,

whi ch would take it into the clained 80 to 90 inch range.

Simlarly, the top

14
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and bottom sheets woul d have to be wi de enough to all ow a user
to lie between them and, particularly in order to enconpass

| arge sized persons, it woul d have been obvious to nake a bag
having a width of at |east about 50 inches.

For the foregoing reasons we conclude that claim1l is
unpat ent abl e over Chapui s under 8§ 103.

On the other hand, we find nothing in Chapuis which would
suggest to one of ordinary skill that the Fig. 2 sleeping bag
be provided with a "zippered generally central access seam.

extending |l ess than 50% the | ength of said bottom sheet," as
required by claim12. W w | accordingly sustain the
rejection of claim11l, but not of claim12.

Rej ection Pursuant to 37 CFR § 1.196(b)

Pursuant to 37 CFR 1.196(b), clains 1 to 10, 13 to 19 and
21 are rejected for failing to conply with 35 U S.C. § 112,

second paragraph, for the foll ow ng reasons.?®

® Under the circunstances of this case, our conclusion
that clains 1 to 10, 13 to 19 and 21 do not conply with § 112,
second par agraph, does not preclude our consideration on the
merits of the rejections of those clains as unpatentable over
prior art. C. Ex parte Saceman, 27 USPQRd 1472, 1474 (Bd.
Pat. App. & Int. 1993).

15
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(A) daim1l, line 5 "said bottomfabric" has no antecedent
basis. Also, inlines 5 and 6, it appears that sonething has
been omtted fromthe phrase "said bottomfabric .

hamock, " which is inconplete as it stands.

(B) Aaim13, line 5 the expression "a third wdth" is

uncl ear, because no second width is recited. Al so, "said
bottom sheet top face first portion” in line 10 has no

ant ecedent basi s.

(O daim1l18, line 10, "said bottom sheet" (two occurrences)
has no antecedent basis.

Concl usi on

The exam ner’s decision to reject clainms 1 to 19 and 21
is reversed as to all of said clainms except claim1l, as to
which it is affirnmed. Cdains 1 to 10, 13 to 19 and 21 are
rejected pursuant to 37 CFR § 1.196(b).

In addition to affirmng the examner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR §8 1.196(b) (anmended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53, 131,
53,197 (Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice

63, 122 (Cct. 21, 1997)). 37 CFR § 1.196(b) provides that

16
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"[a] new ground of rejection shall not be considered final for

pur poses of judicial review"

17
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Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal deci sion.

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of the clains

so rejected or a showng of facts relating to the

clainms so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.

(2) Request that the application be reheard under
§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record. :

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion

of the prosecution before the exam ner unless, as a nere

18



Appeal No. 1999-2364
Application No. 08/562, 816

incident to the limted prosecution, the affirmed rejection is

over cone.

19
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| f the appellant el ects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinely request
for rehearing thereof.

No time period for taking any subsequent action in con-

nection with this appeal may be extended under 37 CFR 8§

1.136(a).
AFFI RVED- | N- PART; 37 CFR § 1.196(b)
| AN A, CALVERT )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JOHN P. MCQUADE ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JEFFREY V. NASE )
Adm ni strative Patent Judge )
SLD
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Ni xon and Vander hye

1100 North d ebe Road
8t h Fl oor

Arlington, VA 22201-4714
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AFFIRMED-IN-PART; 196(B)

Prepared: August 8, 2000



